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DETAILED ACTION 



Status of Claims 



1. 



This action is in reply to tlie amendment filed on 26 May 2009. 



2. 



Claims 1,7, 11, and 17 have been amended. 



3. 



Claims 1-20 are currently pending and have been examined. 



4. 



Rejections of claims 1-20 have been updated to reflect the amendments. 



Applicant's arguments received on received on 26 May 2009 have been fully considered but they are not 
persuasive. Referring to the previous Office action. Examiner has cited relevant portions of the references 
as a means to illustrate the systems as taught by the prior art. As a means of providing further clarification 
as to what is taught by the references used in the first Office action, Examiner has expanded the 
teachings for comprehensibility while maintaining the same grounds of rejection of the claims, except as 
noted above in the section labeled "Status of Claims." This information is intended to assist in illuminating 
the teachings of the references while providing evidence that establishes further support for the rejections 
of the claims. 

With regard to the limitations of claim 1-20, Applicant argues Cooper et al. does not disclose the claimed 
billings and gateway service charges of the Levy and Himeno prior arts. However, Cooper et al. does 
identify an aspect of the art relating to a system that implements a payment transaction with the user.. ..a 
system that bills the user. Applicant also argues that the office appears to have ignored the inventions 
residing in conceiving, as set forth in applicant's claim 1 and the other claims, the "implementing of said 
ISP gateway also to serve as a media toll booth." Transactions are done via the Internet which means an 
Internet Service Provider is part of this system. All Internet Service Providers (ISP) operate as a gateway 
and/or toll booth. Fees must be paid to the (ISP) and/or toll booth in order to gain access to 
downloadable media material. 



Examiner respectfully maintains rejections based on the information provided above. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

6. Claims 1, 4, 7-11, 14, 17-20 are rejected under 35 U.S.C. 102(b) as being unpatentable over 
Cooper et al. (US PGP 2001/0051996 A1). 

7. Claim 1: 

Cooper et al. shown, discloses the following limitations: 

• enabling subscribing Internet consumers to access the established ISP gateway under 
a predetermined ISP/consumer relationship (see at least page 10 paragraph 
01 37... Netscape (ISP) has a mechanism to store and manipulate encryption keys and 
digital certificates.... providing a more secure downloading of electronic media by 
consumers) 

• embedding the respective vendor media with identifying digital code watermarking 
(see at least page 2 paragraph 0019... a watermark is generated by the system which 
relates to the content to be downloaded, the source of the content and the identity of 
user.... watermark is inserted into the content prior to its downloading to the user) 

• passing through said ISP gateway the respective code-embedded vendor media to the 
respective subscribing consumers for downloading (see at least page 2 paragraph 
001 9... .method for distributing content over a network... digital certificate of the user is 
then authenticated... user is allowed to search for and select content to be downloaded 
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...a water mark is generated by the system which relates to the content to be 
downloaded) 

• implementing said ISP gateway also to serve as a media tollbooth, tracking and 
identifying the respective code-embedded vendor media passing through the ISP 
gateway to the respective subscribing consumers and automatically adding to said 
predetermined ISP/consumer billing (see at least page 7 paragraph 0093...GDRAS 
monitors digital certificates that are issued specifically for content files.... in addition 
GDRAS checks the transaction database for the total amount of money collected from 
the user, and apportion all monies collected appropriately) 

• further billing charges of the respective media vendors for such respective consumer 
downloading usage (see at least page 2 paragraph 001 8... transaction module is 
coupled to the interface module and configured to initialize a transaction with the 
user/vendor, authenticate the identity of the user, obtain a digital certificate related to 
said user/vendor, search for content desired by said user, implement a payment 
transaction with the user) 

8. Claim 4: 

Cooper et al. shown, discloses the following limitations: 

• media are selected from the group consisting of music records, movies and software 
products (see at least page 2 paragraph 0019. ..user is allowed to search for and 
select content to be downloaded.... a watermark is generated by the system which 
relates to the content to be downloaded... such content for example... music) 

9. Claim 7: 

Cooper et al. shown, discloses the following limitations: 

• enabling subscribing Internet consumers to access the established ISP gateway under 
a predetermined ISP/consumer relationship (see at least page 10 paragraph 
01 37... Netscape (ISP) has a mechanism to store and manipulate encryption keys and 
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digital certificates.... providing a more secure downloading of electronic media by 
consumers) 

• implementing said ISP gateway also to direct passage of said vendor digital recorded 
media through said gateway to the respective subscribing consumers (see at least 
page 7 paragraph 0093...GDRAS monitors digital certificates that are issued 
specifically for content files.... in addition GDRAS checks the transaction database for 
the total amount of money collected from the user, and apportion all monies collected 
appropriately) 

• performing the further function of a tollbooth as a service to vendors and consumers 
for tracking the digital recorded media passing through said gateway (see at least 
page 7 paragraph 0093.... GDRAS monitors digital certificates that are issued 
specifically for content files.... in addition GDRAS checks the transaction database for 
the total amount of money collected from the user, and apportion all monies collected 
appropriately) 

10. Claims: 

Cooper et al. shown, discloses the following limitations: 

• tollbooth function includes collecting or billing for vendor charges for such downloading 
(see at least page 7 paragraph 0093... GDRAS monitors digital certificates that are 
issued specifically for content files.... in addition GDRAS checks the transaction 
database for the total amount of money collected from the user, and apportion all 
monies collected appropriately) 

11. Claim 9: 

Cooper et al. shown, discloses the following limitations: 

• said billed vendor charges are distributed, credited or allocated to the respective 
vendors, with said ISP gateway retaining a service charge (see at least page 7 
paragraph 0093... GDRAS monitors digital certificates that are issued specifically for 
content files.... in addition GDRAS checks the transaction database for the total 
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amount of money collected from the user, and apportion all monies collected 
appropriately) 

12. Claim 10: 

Cooper et al. shown, discloses the following limitations: 

• tracking is aided by respective media- embedded digital identifying code readable by 
said ISP gateway as the respective recorded media pass therethrough (see at least 
page 5 paragraph 0063... (see at least page 2 paragraph 0019... a watermark is 
generated by the system which relates to the content to be downloaded, the source of 
the content and the identity of user.... watermark is inserted into the content prior to its 
downloading to the user) 

13. Claim 11: 

Cooper et al. shown, discloses the following limitations: 

• enabling subscribing Internet consumers to access the established ISP gateway under 
a predetermined ISP/consumer relationship (see at least page 10 paragraph 
01 37... Netscape (ISP) has a mechanism to store and manipulate encryption keys and 
digital certificates.... providing a more secure downloading of electronic media by 
consumers) 

• enabling the vendors to download their respective media, in the Internet, with each 
respective vendor media being embedded with respective identifying digital code 
watermarking (see at least page 2 paragraph 0019... a watermark is generated by the 
system which relates to the content to be downloaded, the source of the content and 
the identity of user.... watermark is inserted into the content prior to its downloading to 
the user) 

• passing through said ISP gateway the respective code-embedded vendor media to the 
respective subscribing consumers for downloading (see at least page 2 paragraph 
001 9... .method for distributing content over a network... digital certificate of the user is 
then authenticated... user is allowed to search for and select content to be downloaded 
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...a water mark is generated by the system which relates to the content to be 
downloaded) 

• implementing said ISP gateway also to serve as a media tollbooth, with means for 
tracking and identifying the respective code-embedded vendor media passing through 
the ISP gateway to the respective subscribing consumers and means for automatically 
adding to said predetermined ISP/consumer billing (see at least page 7 paragraph 
0093...GDRAS monitors digital certificates that are issued specifically for content 
files.... in addition GDRAS checks the transaction database for the total amount of 
money collected from the user, and apportion all monies collected appropriately) 

• further vendor billing charges of the respective media vendors for such respective 
consumer downloading usage (see at least page 2 paragraph 00 18... transaction 
module is coupled to the interface module and configured to initialize a transaction 
with the user/vendor, authenticate the identity of the user, obtain a digital certificate 
related to said user/vendor, search for content desired by said user, implement a 
payment transaction with the user) 

14. Claim 14: 

Cooper et al. shown, discloses the following limitations: 

• media are selected from the group consisting of music records, movies and software 
products (see at least page 2 paragraph 0019. ..user is allowed to search for and 

select content to be downloaded.... a watermark is generated by the system which 
relates to the content to be downloaded... such content for example... music) 

15. Claim 17: 

Cooper et al. shown, discloses the following limitations: 

• enabling subscribing Internet consumers to access the established ISP gateway under 
a predetermined ISP/consumer relationship (see at least page 10 paragraph 
01 37... Netscape (ISP) has a mechanism to store and manipulate encryption keys and 
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digital certificates.... providing a more secure downloading of electronic media by 
consumers) 

• implementing said ISP gateway also to direct vendor digital recorded media through 
said gateway to the respective subscribing consumers (see at least page 7 paragraph 
0093...GDRAS monitors digital certificates that are issued specifically for content 
files.... in addition GDRAS checks the transaction database for the total amount of 
money collected from the user, and apportion all monies collected appropriately) 

• performing the further function of a tollbooth for the vendors for tracking the digital 
recorded media passing through said gateway (see at least page 7 paragraph 
0093... GDRAS monitors digital certificates that are issued specifically for content 
files.... in addition GDRAS checks the transaction database for the total amount of 
money collected from the user, and apportion all monies collected appropriately) 



• tollbooth function includes means for collecting, billing or crediting for vendors, the 
charges for such downloading (see at least page 7 paragraph 0093... GDRAS monitors 
digital certificates that are issued specifically for content files.... in addition GDRAS 
checks the transaction database for the total amount of money collected from the user, 
and apportion all monies collected appropriately) 



• vendor charges are distributed to the respective vendors, with said ISP gateway 
retaining or otherwise making a service charge (see at least page 7 paragraph 
0093... GDRAS monitors digital certificates that are issued specifically for content 
files.... in addition GDRAS checks the transaction database for the total amount of 
money collected from the user, and apportion all monies collected appropriately) 



16. 



Claim 18: 



Cooper et al. shown, discloses the following limitations: 



17. 



Claim 19: 



Cooper et al. shown, discloses the following limitations: 



18. 



Claim 20: 
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Cooper et al. shown, discloses the following limitations: 

• tracking is aided by providing embedded digital-code identification in said media, and 
by means for detecting such code in said ISP gateway as the respective code- 
embedded recorded media pass therethrough (see at least page 2 paragraph 0019... 
a watermark is generated by the system which relates to the content to be 
downloaded, the source of the content and the identity of user.... watermark is inserted 
into the content prior to its downloading to the user) 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

20. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 
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21. Claims 2, 3, 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cooper 
et al. (US PGP 2001/0051996 A1) in view of Himeno et al. (US PGP 2004/0254851 A1). 

22. Claim 2: 

Cooper et al. discloses the limitations as shown in the rejections above. Cooper et al. does not 
disclose the following limitations, but Himeno et al. however, as shown, does: 

• such respective further billing charges for respective consumer downloading usage are 
distributed or credited amongst the respective appropriate media vendors (see at least 
page 7 paragraph 0162. ...system operator remits the contents usage fees collected 
from the subscribers, minus the due charges or the system operator, to the electronic 
merchandise distribution apparatus) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the billing of consumer downloading of material and taking such fees distributing them to 
vendors/others because this would ensure proper payment to all parties such as artist and 
distributors. 

23. Claim 3: 

Cooper et al. discloses the limitations as shown in the rejections above. Cooper et al. does not 
disclose the following limitations, but Himeno et al. however, as shown, does: 

• ISP gateway retains a service fee from said further billing charges (see at least page 7 
paragraph 0162. ..system operator 13 remits the contents usage fees collected from 
the subscribers, minus the due charges of the system operator, to the electronic 
merchandise distribution apparatus 1) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the retaining of a service fee by the ISP gateway from consumers because this would 
ensure payment to the ISP for services provided to the user. 

24. Claim 12: 
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Cooper et al. discloses the limitations as shown in the rejections above. Cooper et al. does not 
disclose the following limitations, but Himeno et al. however, as shown, does: 

• further respective vendor billing charges for respective consumer downloading usage 
are distributed or credited amongst the respective appropriate media vendors (see at 
least page 7 paragraph 01 62... system operator 13 remits the contents usage fees 
collected from the subscribers, minus the due charges of the system operator, to the 
electronic merchandise distribution apparatus 1) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine vendor billing charges for respective consumer usage then distribute payment to 
respective parties because this would ensure proper payment to those providing electronic media 
and or services to consumers. 

25. Claim 13: 

Cooper et al. discloses the limitations as shown in the rejections above. Cooper et al. does not 
disclose the following limitations, but Himeno et al. however, as shown, does: 

• ISP gateway retains a service fee from said further billing charges or otherwise (see 
at least page 7 paragraph 01 62... system operator 13 remits the contents usage fees 
collected from the subscribers, minus tlie due charges of the system operator, to the 
electronic merchandise distribution apparatus 1) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the collecting of a service fee to the ISP gateway because this would ensure payment to 
the ISP for services provided to the consumer. 

26. Claims 5, 6, 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cooper et 
al. (US PGP 2001/0051996 Al) in view of Himeno et al. (US PGP 2004/0254851 Al) and further 
in view of Levy (US PGP 2002/0052885 Al). 



27. Claim 5: 
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Cooper et al. and Himeno et al. discloses the limitations as shown in the rejections above. 
Cooper et al. and Himeno et al. does not disclose the following limitations, but Levy however, as 

shown, does: 

• media are music records, and the distribution includes to the respective music record 
vendors (see at least page 5 paragraph 0065... MPS content owners, such as 
Emusic.com, and MP3.com can embed their songs with copyright bits that control file 
sharing without audibility issues, and can additionally embed unique IDs that can be 
used to connect content back to the retailers and the artist's web site for increased e- 
commerce options) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the distribution of music from music vendors because this would ensure that consumers 
receive specific electronic media, media that is only music. 



Cooper et al. and Himeno et al. discloses the limitations as shown in the rejections above. 
Cooper et al. and Himeno et al. does not disclose the following limitations, but Levy however, as 
shown, does: 

• distribution also includes royalties and related payments to performing artists and 
musicians, composers and record producers and distributors (see at least page 7 
paragraph 0093.... a Global Digital Rights Apportionment System (GDRAS) makes it 
possible to apportion the money that is designated for artists, copyright owners, 
content owners, and other deserving entities in an efficient manner) 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the distribution of electronic media with the payment of fees to artists/musicians because 
this would ensure payment to the artists/musicians who created the electronic media/music. 



28. 



Claim 6: 



29. 



Claim 15: 
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Cooper et al. and Himeno et al. discloses the limitations as shown in the rejections above. 
Cooper et al. and Himeno et al. does not disclose the following limitations, but Levy however, as 

shown, does: 

• media are music records, and the distribution includes to the respective music record 
vendors (see at least page 5 paragraph 0065... MPS content owners, such as 
Emusic.com, and MP3.com can embed their songs with copyright bits that control file 
sharing without audibility issues, and can additionally embed unique IDs that can be 
used to connect content back to the retailers and the artist's web site for increased e- 
commerce options) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the charging of royalty fees for the music/media being downloaded because this would 
ensure payment to artist/musicians for the use of their recordings and or work. 



Cooper et al. and Himeno et al. discloses the limitations as shown in the rejections above. 
Cooper et al. and Himeno et al. does not disclose the following limitations, but Levy however, as 
shown, does: 

• distribution also includes royalties and related payments to performing artists and 
musicians, composers and record producers and distributors (see at least page 7 
paragraph 0093... a Global Digital Rights Apportionment System (GDRAS) makes it 
possible to apportion the money that is designated for artists, copyright owners, 
content owners, and other deserving entities in an efficient manner) 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the distribution of media/music with royalty fees and other payments because this would 
ensure that recording artists receive payment for the downloading of their material. 



30. 



Claim 16: 
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CONCLUSION 

Any inquiry of a general nature or relating to the status of this application or concerning 
this communication or earlier communications from the Examiner should be directed to Michael 
D. Cranford whose telephone number is 571-270-3106. The Examiner can normally be reached 
on Monday-Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, Thomas Dixon can be reached at 571-272-6803. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov >. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866.217.9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

or faxed to 571-273-8300. 

Hand delivered responses should be brought to the United States Patent and Trademark 

Office Customer Service Window: 

Randolph Building 

401 Dulany Street 

Alexandria, VA 22314. 

/ Michael Cranford / Examiner / Art Unit 3696 / 

/Frantzy Poinvil/ 
Primary Examiner, Art Unit 3696 
June 18, 2009 



Application/Control Number: 10/810,542 Page 15 

Art Unit: 3696 



